








April 17, 2000

Mr. Michael D. Palage

Chairman, Working Group B

Mr. Javier Sola

Mr. Jonathan Weinberg

Co-Chairman, Working Group C

Domain Name Supporting Organization

ICANN

Dear Sirs:

On behalf of the International AntiCounterfeiting Coalition, Inc. (IACC), these comments are submitted in response to ICANN’s April 2, 2000 request for comments on two reports, Report of Working Group B (Famous Names) Presented to Names Council and Report (Part One) of Working Group C (gTLD Expansion) Presented to Names Council, dated March 21, 2000.   

The IACC is the largest multinational organization devoted solely to combating product counterfeiting and piracy.  The IACC represents approximately 180 corporations, trade associations, intellectual property counsel, investigators and product security companies.  The IACC membership consists of a cross-section of industries -  autos, apparel, luxury goods, software, motion pictures, sound recordings and others.  The members’ combined sales exceed $500 billion.

Comments on Report of Working Group B (Famous Names)

This report raises several issues, including the possibility of a .tmk or .fame, the creation of a list of famous marks and a sunrise period for famous trademark holders.

1.  .tmk/.fame

The proposal to create such gTLDs is one that was raised several years ago and the problems that relate to this proposal remain in place today.  The Report includes a comment that by creating a .tmk or .fame for famous trademarks, this will inform people that this gTLD is specifically aimed at e-commerce.  However, absent other protective measures, the famous trademarks intended to be protected by the creation of this gTLD may still be infringed in other gTLDs if commercial activity exists under other gTLDs.  Nothing in the Report states that this would be the only gTLD for e-commerce.  Moreover, the creation of .tmk/.fame gTLDs is likely to lead cybersquatters to believe that their illegal activities are authorized in the remaining gTLDs.  

The IACC, therefore, does not support the creation of a .tmk or .fame gTLD.

2.  List of Famous Marks

Any movement toward a “list” based system must include a process whereby marks are deemed famous and the ability to regularly revise the list to eliminate/add marks that, for example, have become generic or have become famous.  Thus, criteria must be agreed upon that will be applied in determining which marks are famous, who makes such determinations and how often the list will be reviewed in order to add/delete marks.

If the list option is to be pursued, at the very least, these issues must be addressed and resolved.  

With regard to criteria, the WIPO Standing Committee on the Law of Trademarks, Industrial Designs and Geographical Indications put forward a Joint Recommendation, which was adopted in September 1999, concerning famous marks that included criteria for such determinations.  The criteria in the WIPO joint Recommendation is a reference point for criteria in determining a famous mark.

3.  Sunrise Option

The Report raises an apparent new option for a “sunrise period”.  Under this proposal, famous trademark owners would be able to register a limited number of variations of domain names related to the core famous mark.  This proposal has appeal, but absent additional details, the IACC reserves any endorsement of this proposal.

Details regarding the practical effects of a sunrise period for any new gTLD are necessary before the IACC can endorse the proposal, though it is an interesting one.  If, in fact, famous marks owners can identify marks and their variations that are not to be given out to a third party prior to new gTLDs becoming active, i.e., before the domain name space is open to all, this would be of great interest to trademark owners because it will eliminate the need to resort to administrative or judicial challenges.  

Questions related to the sunrise proposal are:

1. Are trademark owners limited in the number of marks they claim are famous marks (e.g., can a company identify 50 famous marks and variations of each mark?)

2. Is this a “one-time” opportunity with regard to each mark that an owner deems famous, i.e., the failure to identify an existing mark as a famous mark precludes the owner from designating the mark famous at a later date?

3. How do owners take advantage of this provision for marks that become famous later or is the “sunrise” proposal limited only to new gTLDs? 

We note that the Report indicates that Registrars advocated the sunrise proposal for all registered trademark owners, not limited to owners of famous marks.  Regardless of whether the sunrise proposal is limited to famous marks owners or all registered trademarks, it is inevitable that if each owner can identify a limited number of variations, there will be conflicts over some of the variations.  What type of mechanism is envisioned to resolve conflicts when two or more owners identify the same variation, or will that variation be left open for anyone to acquire?

The IACC welcomes additional information regarding this proposal.

Comments on Report of Working Group C (gTLD Expansion)

A fundamental problem with the current gTLD structure is that despite the implied differences between .com, .net and .org, in reality there is nothing to prevent an entity that should be in .net from being in .com.  As a result, there are no enforced rules regarding entities obtaining a gTLD in any of the these three gTLDs.  The future expansion of gTLDs should be accompanied by meaningful mechanisms to determine if a registrant belongs in a particular gTLD and appropriate protections for trademarks.

The IACC’s support or opposition to the expansion of gTLDs is linked to measures that will be adopted, prior to gTLD expansion, to protect trademarks.  In addition to the need for more information on the sunrise proposal, rules for registrars and domain name applicants desiring to obtain a domain name in a particular gTLD are important.  If new gTLDs are open to all without any limitation, it will require trademark owners to protect their marks in all gTLDs.  It is, therefore, desirable to have stated guidelines for each new gTLD and a procedure to prevent applicants from obtaining a domain name in a gTLD that is not the appropriate category.

Concerning expansion of gTLDs, the IACC reiterates what it stated in its December 1999 comments.   It is critical to the domain name registration system for new gTLDs that,  first, domain name applicants be required to provide their contact information; second, applicants maintain up-to-date information; and, third, the system provides public access to a reliable, searchable “WHOIS”-type database so that intellectual property owners can take efficient steps against abusive registrants.  

Increasing the number of gTLDs without resolving the trademark protection issues will only result in more problems after the fact.  The IACC, therefore, is interested in obtaining details regarding the sunrise proposal in order to seek member input and if such 

a provision is acceptable for future gTLDs.  We also look forward to additional details regarding measures to ensure that a registrant for a domain name in a particular gTLD meets the criteria to have a domain name in that gTLD.

We appreciate the opportunity to submit these comments.  

Respectfully,

Timothy P. Trainer

President

International AntiCounterfeiting

   Coalition, Inc.   

