SUNRISETM 

Executive Summary:
The following is a proposal made on behalf of Internet registration authorities and other interested parties to offer a potential solution to the issues currently being studied by Working Group B (Protection of Famous Trademarks).  

The ongoing conflict between trademark owners and domain name registrants is well known. All too often, Internet registration authorities have needlessly been made an innocent third party in these disputes. This proposal is an attempt on behalf of registration authorities to provide famous trademark owners with the ability to protect their interests in an equitable and cost efficient manner.

The key feature of this proposal is a sunrise period provision that will be incorporated into the rollout of selected new top-level domains.  During this sunrise period, trademark owners will be able to reserve their domain name(s) at a discounted basis in the new top level domain before that new domain is opened to the general public on a traditional first come first serve basis.  This sunrise provision also will provide a means for trademark owners to protect sub-string variations of their mark by allowing them to register a limited number of variations of the mark.

COMMENT: The original proposal had a 5-limit variation, however, I believe that the phrase “limited number” leaves us with more flexibility for any remaining consensus building negotiations. 

Statement of Background Facts:

· The domain name system was not designed as a source identifier for consumers.

· The commercialization of the Internet domain names has resulted in certain domain names acquiring a source identifier function associated with traditional trademarks and service marks. 

· Domain names acquiring source identifier like functions raises consumer safety concerns.

· The White Paper called for a process for protecting famous trademarks in the generic top-level domains.

· Chapter Four of the WIPO report set forth a proposal for protecting famous marks in connection with the domain name system.

· "[T]he goal of [the] WIPO Process [was] not to create new rights of intellectual property, nor to accord greater protection to intellectual property in cyberspace than that which exists elsewhere." (RFC 3, para. 32)

· Failure to adequately address the concerns of the intellectual property community in connection with famous marks continues to be an impediment in the rollout of new top-level domains.

· Filter based solutions to protect famous trademark interests raise significant technical and legal liability issues for registration authorities.

Statement of Legal Points of Law:

· Traditionally, national trademark laws exist to protect a mark in connection with specific goods and/or services within the sovereign territory of that nation. 

· Recent expansion of certain national trademark laws has extended protection to marks in connection with unrelated goods and services, i.e. dilution, within the sovereign territory of that nation. 

· The aforementioned forms of protection are derived in part from the Paris Convention and the TRIPS agreement.

· The protection afforded under these collective treaties although broad, is NOT absolute. 

· Not every United Nation member is a signatory to the Paris Convention and even fewer member states are signatories to the TRIPS agreement.

· Nothing in these treaties, either individually or collectively extend protection to a mark in a country where it is NOT famous. 

· Certain countries, specifically those in the Asian Pacific region, have national laws that explicitly do not recognize dilution.

Proposed Solution:

The registration authorities support the creation of a narrowly defined list of famous marks by the World Intellectual Property Organization (WIPO). This list should be created in an expeditious manner to coincide with the rollout of new top-level domains. Although the registrars recognize and support the autonomy of WIPO in creating such a list, the registrars equally recognize and support the autonomy of ICANN in overseeing the stable operation and growth of the Internet. Therefore, it is proposed that after the WIPO list exceeds a pre-determined mark, say 7,500 marks, that ICANN shall commission a new working group to study whether the original safeguards recommended by WG-B are still adequate to meet both the trademark and Internet Communities’ respective needs. However, nothing in this proposal would limit WIPO the ability to continue to add marks to its own famous marks list.
COMMENT: This is an effort to allow WIPO complete autonomy over the creation of the list while still recognizing ICANN autonomy. It is also an effort to appease the Non-Commercial Constituency that has argued that there must be a downward pressure to prevent the famous marks list from spiraling out of control. I believe a statement by ICANN that it will revisit the protection afforded to famous trademarks after the list surpasses a certain mark should be mutually acceptable to all parties.
The Registrars recommends that a mechanism be incorporated into the certification process by which interested third parties could provide comments about selected applications. The Registrars believe that this help address criticisms about the process being a purely ex parte proceeding. 

COMMENT: This is a further attempt to build consensus from the Non-Commercial Constituency.
The registrars further recommend that although this sunrise period should be incorporated into the roll-out of every new generic top-level domain, there may be specific chartered top-level domains in which such a sunrise period would not be appropriate. Such a determination should be done on a case by case basis as part of the charter certification process.

COMMENT: This is a further attempt to build consensus from the Non-Commercial Constituency.
Ninety (90) days prior to any new gTLD being added to the root, the new registry authority will begin accepting applications and registration fees at a rate to be determined by each registrar as appropriate from trademark owners whose marks appear on the WIPO list through participating accredited registrars. This sunrise period is set to last for a thirty-day (30) period. To prevent a gold rush mentality, it is suggested that during this thirty-day sunrise period no preference should be given to a famous trademark owner filing earlier than another famous trademark owner in the sunrise period. Also during this sunrise period famous trademark owners will be permitted the opportunity to request registration of a limited number of domain name variations related to the core trademark registration appearing on the WIPO list. Not every registrar is required to participate in this sunrise period. Some registrars may elect to participate in the registration process only after sunrise period has passed.

At the conclusion of the thirty-day sunrise period any conflicting domain name registration of the famous mark or the sub-string variations, if any, may be referred to an appropriate administrative panel as the disputing parties so agree, such as WIPO, to have their dispute resolved. It is proposed that the next sixty day (60) time period prior to the top-level domain being added to the root should be sufficient time to resolve any potential conflicts. If any potential conflicts cannot be resolved by this time, then the available options are to have the domain name be put on hold or to have the domain name activated in a gateway capacity until the dispute can be resolved.

SUNRISE PLUS FIVE – APPENDIX 1
In analyzing the scope of protection to afford famous trademark, it is highly beneficial to look in retrospect to the state of trademark protection at the time the White Paper was published. 

THEN
NOW

Under NSI’s old dispute policy only an exact non-stylized trademark could be the basis for a complaint
Under the ICANN UDRP which all ICANN accredited are now subject to, the owner of any mark, including common law marks, can bring an action against a domain name that is similarly confusing to its own mark 

Under NSI Policies, if there was faulty registrant information there was limited recourse for aggrieved trademark holder. Trademark holders were forced to incur significant expenses in investigator fees to track down registrants to serve them
Under ICANN’s contractual relationship with the registrar, registrants are required to maintain accurate and up to date information. For example, under paragraph fifteen of NSI’s new license, failure to correct faulty contact information after the designated 15 and 10 day letters will result in domain name right termination

Under NSI’s former Dispute Policy a name could only be put on “hold.” In order to transfer ownership in the name the trademark owner had to obtain an order from a court of competent jurisdiction
Under the ICANN, UDRP the administrative panel has authority to transfer ownership in a domain name

Under existing trademark law analysis, there was a “use” required in order for there to be an infringement
The U.S. cybersquatting legislation now provides a cause of action for the mere registration of a domain name. No actual use is required

There was no in rem jurisdiction for an aggrieved trademark holder unable to locate and serve a domain name registrant
The U.S. cybersquatting legislation now provides for in rem proceeding for marks registered in the U.S.

There were no statutory damages available to an aggrieved trademark owner
The U.S. cybersquatting legislation now provides for statutory damages up to $100,000 per domain name
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