Synopsis Prepared for the recommendations to the UDRP Task Force located at http://www.udrplaw.net/UDRPReview.htm
The UDRP Review section of the UDRPlaw.net website was created to assist the members of the UDRP Task Force and to provide a central location for articles and resources on the UDRP reform process.  The principal recommendations promulgated by the website’s creator are:

1. Continue to permit additional submissions under provider supplemental rules 

2. Eliminate the cancellation remedy available under the UDRP

3. Require providers to translate their decisions into English

A brief summary of each of these recommendations follows.

Supplemental Filings:  An Analysis

Supplemental Filings in UDRP Cases Article 

UDRPlaw.net:  Supplemental Filings Research 

The materials on this topic consist of an article written by James L. Bikoff and Patrick L. Jones (editor of UDRPlaw.net) published in the September 2002 issue of IP Litigator along with extensive analysis of the cases where additional submissions were filed under the National Arbitration Forum supplemental rules from October 2001 to June 2002.  There is also a summary of the history and development of both the UDRP and the Forum’s supplemental rules pertaining to the issue of additional submissions.  Essentially two points are made:  the UDRP permits the Forum’s supplemental filings, and even if it didn’t, it should.

From before its inception through the present day the UDRP has contemplated and condoned supplemental filings.  Before formal adoption of the UDRP, the Report of the First WIPO Internet Domain Name Process stated in Article 23 that it would allow a panel the discretion to “allow further statements from the Parties.”  This provision was later given life in Rule 12 of the UDRP Rules, and in the first UDRP decision ever issued the panelist received and considered supplemental materials.

Under the current UDRP Rules, Rule 12 specifically notes that, “in addition to the complaint and the response, the panel may request, at its sole discretion, further statements or documents from either of the Parties.”  This Rule authorizes a panel to consider supplemental materials in reaching a decision under the UDRP.

Support also exists within the UDRP Rules for the provider’s Supplemental Rules to provide guidelines for the acceptance of supplemental filings:

· Rule 1 states “Supplemental Rules shall not be inconsistent with the Policy or these Rules and shall cover such topics as fees, word and page limits and guidelines, the means for communicating with the Provider and the Panel…”

· Rule 2(c) provides that communications to the provider or panel shall be made by the means and manner stated in the provider’s Supplemental Rules

· Rule 10, describing the general powers of the panel, states that the panel shall conduct the proceeding in such a matter as “it considers appropriate” (Rule 10(a)) and that “The Panel shall determine the admissibility, relevance, materiality, and weight of the evidence” (Rule 10(d)).

· Rule 10(b) states that in all cases, “The Panel shall ensure that the Parties are treated with equality and that each Party is given a fair opportunity to present its case.”

· Rule 15(a) allows the panel to decide the Complaint in accordance with “any rules and principles of law that it deems applicable.”

Based on the Forum Supplemental Rules providing for additional submissions, and Rules 15(a) and 10(d) of the UDRP (while not relying upon Rule 12), the panel in The Prudential Ins. Co. of America v. Rich Arzaga Marketing Co., FA 106104 (Nat. Arb. Forum May 13, 2002), accepted additional submissions from both Complainant and Respondent.

Cases that have rejected the additional submission provision include Eskimos, Inc. v. Phillips, FA 105950 (Nat. Arb. Forum May 13, 2002), and America Online, Inc. v. Miles, FA 105890 (May 31, 2002).  The panels in these cases based their refusal to consider the additional submissions on the belief that the Forum supplemental rule was inconsistent with the UDRP.  The same panelists, however, relied upon additional submissions in reaching their decisions in other cases.

Data gathered by UDRPlaw.net demonstrates that the Forum’s provision has not had an adverse affect on the streamlined nature of the administrative process.  The data shows that from October 15, 2001 to, January 31, 2002, supplemental filings were at issue in 41 of 226 UDRP decisions issued by Forum panels (18.1%) and took an average of 62 days from filing to decision.  From February 1, 2002 to June 10, 2002 supplemental filings were at issue in 39 of 175 UDRP decisions issued by Forum panels (22.2%) and took an average of only 50.6 days.
Rationale Behind Supplemental Filings

Provided supplemental filings do not amend the Complaint or Response, they:

1. Present additional information relevant to the panel for reaching its decision

2. Permit parties to address new issues raised by the Response and provide the opportunity to address outrageous allegations raised by either party

3. Serve to introduce new evidence received after commencement of a UDRP proceeding

Forum Versus WIPO Approach to Supplemental Filings

World Intellectual Property Organization:  While not formally incorporated into the Supplemental Rules, parties are permitted to submit any materials they wish beyond the Complaint and Response to the Case Manager, who then notifies the panel that those materials have been received.  At that point the panel exercises its discretion as to whether it wants to consider those supplemental materials.  This informal approach may favor those who frequently file with WIPO and are familiar with the unwritten rule.

National Arbitration Forum:  Supplemental Rule 7, in essence, permits supplemental materials to be filed within five days of either the date the Response is submitted, or the date that the Response was due, whichever occurs first, and also allows a “rebuttal” submission to those supplemental materials within five days of that submission.  By following a published rule known to all parties, the Forum’s approach is an attempt to treat additional submissions in a consistent and structured manner.

The analysis also includes the following excerpt from the Forum’s instructions for filing additional submissions:  “The Forum’s Additional Submission Rule is designed to efficiently provide a fair and predictable procedure for accepting such submissions.  Rule 10 provides the Panel with the ultimate authority to determine the admissibility of all submissions.  Accordingly, it is up to the Panel, and not the Forum, to decide whether submissions will be considered.”
Need For Uniformity
UDRPlaw.net argues that the rule used by the Forum is preferable, as it manages supplemental filings in a consistent and structured manner.  Unlike WIPO’s informal system, each party has access to the Forum’s Supplemental Rules and has every reason to be well aware of the option to file additional materials.  Furthermore, a clear rule provides structure to providers on how to deal with supplemental filings and can prevent inconsistent rulings on the acceptance of additional submissions.

The article concludes that panels should not “administratively dictate policy” by refusing additional submissions, but should accept or deny them on a case-by-case basis using the discretion granted them by the UDRP.

The Shortcomings of the Cancellation Remedy

UDRPlaw.net:  Cancel the Cancellation Option
UDRPlaw.net followed up on a suggestion put forth by John Berryhill that cancellation be eliminated as a remedy option under the UDRP.

Misperception of the Consequences
Contrary to what some complainants may believe, there is no “Domain Name Purgatory” where cancelled domain names go to die.  Yet some complainants who really don’t want to own a disputed domain name registration will request cancellation over transfer, thinking it an adequate remedy.  Moreover, the cancellation remedy has operated in some circumstances as a way for panelists to take “the easy way out” when they believe that no party has rights to a domain name.  However, cancellation is ineffective in resolving disputes exactly because the domain name may once again resurrect itself online, with either the same Registrant or another.

Cancellation has been ordered about 48 times out of over 7,386 cases brought under the UDRP.  While it appears that the use of cancellation is rare, the numbers don’t tell the whole story, as use of this remedy appears to be declining.  The lists published on UDRPlaw.net show that the last time the Forum or WIPO released a decision ordering cancellation was in November of 2001.  In both instances the parties requested the cancellation remedy.

UDRPlaw.net notes that the Start-Up Trademark Opposition Policy for .biz top-level domain names does not provide for cancellation as a remedy, and concludes with the recommendation that the STOP approach be adopted for the UDRP.  The UDRP should be amended to restrict the remedies available under Paragraph 4(i) to transfer of the disputed name to the complainant.

Proposal to Require the Publication of Translations of UDRP Decisions

UDRPlaw.net:  Should Dispute Providers Be Required to Publish Translations of UDRP Decisions Issued in Asian Languages?
Currently, Rule 11 of the Rules for the UDRP state that the language of the administrative proceeding will be the language of the Registration Agreement, permitting the panel to require any documents submitted in other languages be translated into the language of the administrative proceeding.  Rule 16(b) states that the provider shall publish each decision on a publicly accessible website, without requiring that the provider translate the decision from the language of the administrative proceeding (determined according to Rule 11) into some different language.

The rationale behind the requirement that decisions be published online by the pertinent provider, as provided for in Rule 16(b), was provided in the Final Report of the First WIPO Internet Domain Name Process.  Section 219 states that, “a body of precedents would enhance the predictability of the dispute-resolution system and contribute to the development of a coherent framework for domain names.”

UDRPlaw.net argues that this rationale is undermined if Internet users cannot read and understand each decision rendered.  UDRPlaw.net also reasons that panelists who are not familiar with Asian languages cannot benefit from the reasoning put forth in certain decisions that they cannot read.  On the other hand, UDRPlaw.net recognizes that requiring the translation of decisions by providers, as opposed to having inquiring individuals use the free but less accurate translation services available at Google or Altavista, “may place a few burdens on dispute providers...”

UDRPlaw.net proposes the requirement that dispute providers publish a translation of their decisions into English, along with the original decision, if:

1. Such a translation is requested by ICANN, or

2. Such a translation is requested by one of the parties, or

3. Such a translation is requested by the panel who rendered the decision, or

4. One of the parties is from a English-speaking country

UDRPlaw.net further proposes that if a party is from a non-English language country, it may request a copy of the decision in its own language. 
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