GROUP OF RESPONSES TO UDRP SURVEY – 99-107

R.100

In french

R.101

1. Respondent Information:

Constituency?

Complainant?

Respondent?

Panelist?

Other? I maintain a Web site (domains.dantobias.com) discussing domain name issues including UDRP.  I've always been interested in the subject as a computer and Internet user, both as a hobbyist and as a professional.
Registrant? Yes.  11 to 25
16. Should parties be allowed to transfer providers?  I'm not really sure how this should work, but as it now stands it's not fair that only the complainant gets to choose the provider... this gives the providers an incentive to be unfair in the direction of complainants.
19. Uniform supplemental rules needed?  No.  Not necessarily... competition can be a good thing... however, basic standards of fairness need to be adhered to.
22. One central location for access to all decisions? No.  A central repository is unnecessary as long as each provider maintains the decisions online... the nature of the Web is such that it is just as easy to link to decisions on several different servers as it would be if they were all on one.  I'm certainly not against ICANN (or anybody else) providing a central library of the decisions, with searchable indices, but this can also be done by any interested third party, so no monopoly on archiving or access to the decisions exists.
24. Should a Complainant that loses be permitted to re-file? No.  Except in very special cases such as when the first one was dismissed without prejudice due to technical problems with the filing, or when the new case is based solely on actions that took place after the conclusion of the first case -- and the latter case probably should not succeed under the UDRP due to the requirement that the domain be "registered in bad faith" in addition to being "used in bad faith" -- this thus requires bad faith at the time of registration, so if the first case found this not to exist, it can't emerge later.
25. Should there be any limits on a complainant's ability to withdraw a complaint? Yes.  While it is reasonable to allow a complaint to be withdrawn upon a mutually agreed settlement, allowing unlimited withdrawal can be harmful to respondents who might face cases starting and being withdrawn multiple times against the same domain, requiring them to go to the effort and expense of beginning a defense only to have the case dropped at the last minute.  Thus, withdrawals without the consent of the respondent should be considered to be with prejudice, preventing any future claims to be filed on the same domain.
26. Should the UDRP provide for any affirmative defenses?  Yes.  The doctrine of laches should be respected, meaning that if somebody has been using a domain for a long enough time without any objection, it is wrong to let a trademark owner come "out of the blue" and file a complaint, even if they did have prior trademark rights.  Also, generic terms should be given more consideration as things that can validly be used by more parties than merely the ones who happen to have trademark rights in a limited context.  The recent decision awarding transfer of "banco.com" -- where "banco" is the Spanish word for bank -- is an egregious case of this sort; it's more desirable for the Internet user base as a whole if generic terms can be developed into sites about the generic concept they represent, instead of being locked up by companies that use the term in a trademarked sense.
27. Should prior UDRP decisions have preclusive effect?  Yes.  As I mentioned earlier with regard to refiling of a case, in general cases should be final and not be allowed to be reopened except in very exceptional circumstances.  (This doesn't apply to appeals, which are discussed below.)  Thus, panels should almost always go along with the decisions of prior panels with regard to the same parties and the same domain names.  An interesting case would be if a complainant wins a case and then the original respondent goes ahead and files a UDRP case right back at the original complainant for the same domain name with the roles reversed... this could actually happen in the case of some of the really bad UDRP decisions where both parties arguably have some rights to the name but the panelist sees only one side having rights; this could result in a domain "ping-ponging" back and forth if different panelists are prejudiced in different directions.
30. How should such an appeal process work, and how should it be financed? It should be through a different provider than the original one, and financed equally by both sides of the case.  A three member panel would be best.
31. What level of deference should an appellate panel afford initial panel determinations? As with "real world" appeals courts, the original decision should have great deference, and be overturned only when it is clearly wrong by the policy and the facts of the case.
35. Should panelists be disqualified from representing parties before the UDRP?  No.  This is a tough question... on the one hand, there's the question of bias and conflict of interest if somebody is involved in several different parts of the process, but on the other hand, some of the leading experts in domain name law are on the panel lists, and disqualifying them from all representation would reduce the ability of respondents to get good counsel.  So I don't think there should be a blanket prohibition, but care needs to be taken that the panelists assigned to such a case are not close friends or associates of the counsel for one of the parties.
37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  The panelists are, by and large, too much on the side of intellectual property interests with the mindset that trademark owners need to be excessively vigorous in "protecting their name" by grabbing any possible variant of it as a domain name, even if it's also a perfectly good generic word or phrase.  Thus, even when they rule against a complainant they seldom are willing to regard even the most egregiously abusive complaint as reverse domain hijacking, and even in the rare cases when they do, there's no "teeth" in it since no sanctions can actually be imposed on the complainant.
38. If not adequately dealt with, how should the UDRP be amended to deal with RDNH?  With regard to finding such liability, I don't think it's the rules themselves that are the problem but the character of the people who interpret them; if there were more panelists who were of a free-speech mindset instead of a corporate-property one, there'd be more RDNH decisions.

40. Should UDRP Paragraph 4.a.1 (identical/confusingly similar) apply only to the physical appearance of the domain name and trade mark/service mark?  Yes.  That's about the only objectively determinable thing... if you allow further stretching, you get silly cases like the one over "monacogambling.com" which was ruled to infringe on "Casino de Monte Carlo", even though not a single word is in common.  Some panelists seem to think that even generic phrases that bring to mind a trademark should be protected.
42. Do you believe both registration in bad faith and use in bad faith should be required to satisfy the bad faith requirement of Section 4(a)? Yes.  The UDRP is intended only to handle obvious cybersquatting cases, not all the many complex cases that result when uses of a domain change over the years and possibly end up infringing somebody's rights, but possibly have attained rights of their own.  The requirement that a domain both be originally registered in bad faith *and* actually be used in bad faith ensures, if interpreted correctly, that only such obvious cases cause UDRP transfers.  Unfortunately, panels seem too willing to make up bad faith out of whole cloth.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? A pending trademark shouldn't directly confer any sort of rights, but it might be one piece of evidence in favor of showing that unregistered rights do exist.
48. Should a complainant get a refund on the fee for a three person panel requested by the complainant when the respondent defaults? Yes.  Probably, to be fair if refunds are granted in the other direction, though I don't feel as strongly here since the complainant is the one who initiated the case, and doesn't need as many safeguards as the respondent who has the case imposed on him/her.
51. Should the UDRP be expanded to deal with TLD charter violations? No.  There are already other dispute procedures for that purpose, so the UDRP is not the appropriate instrument.  However, other dispute cases might in some instances be combined with a UDRP case if violations of both policies exist.  On the other hand, one factor a panel should consider when judging the degree of rights the parties have to a given name and the degree of good and bad faith of the registration would be the nature of the two entities and whether or not it suits the charter or purpose of the given TLD -- I would apply this even to unchartered TLDs if they have an official purpose, so that noncommercial organizations would be seen as having greater rights to a .org name, while commercial companies greater rights to a .com name.
52. Do you think that the UDRP should be uniform across gTLDs and ccTLDs? No.  Different domains have different intended purposes, so one size doesn't always fit all.  ccTLDs depend on the legal systems of their respective countries, which may be very different; there have been some possibly unfair UDRP cases in ccTLDs, like that of yahoo.ph, where multinational trademark rights of companies that didn't even have operations in the country in question were allowed to trump the rights of local trade names.  gTLDs may have particular charters aimed at specific industries or user bases, and the UDRP might not be appropriate for all -- for instance, a .sucks TLD for protest sites or a .fan TLD for fan sites might be chartered to specifically support commentary about subjects without implying intellectual property rights to the registrants.
56. In what way not already indicated above do you feel the UDRP excels or could be improved?  Show more respect to free speech and generic words and less to overextended corporate rights.  Show some cluefulness regarding the differences between the different TLDs, recognizing that a commercial organization has no real need to be demanding the .org version of its name, and likewise a noncommercial one and the .com version -- the two can coexist in the namespace.

R.102

1. Respondent Information:

Constituency?

Complainant?

Respondent?

Panelist?  eRes  2 to 5 Proceedings  2 to 5  1
Other? 

Registrant? Yes.  6 to 10
22. One central location for access to all decisions? Yes.  If this is not done, decisions could become unavailable if a provider stops providing services, as has happened with eResolution. The job of the provider is to provide panelists to rule on disputes. They have no particular expertise in electronic publishing and have no incentive to provide state of the art access to the decisions.
30. How should such an appeal process work, and how should it be financed? One panelist selected at random from among all panelists. Each party receives one peremptory challenge. If this occurs, another random selection occurs. Costs should be paid by appellant.
34. If panelist or provider: is access to prior UDRP decisions? Yes.  Totally inadequate. There are several thousand decisions posted and publicly available search engines are relatively poor. ICANN should have required more of the providers than to simply post the decisions. These decisions can be considered one of the first bodies of law originating in cyberspace yet access many print materials is better than access to these decisions.
49. Should the UDRP provide a mandatory mediation service or a cooling off period to allow parties to discuss the dispute and try to reach an amicable solution? Yes.  Many domain name disputes have been mediated successfully. Many domain name disputes, particularly those involving non-cybersquatters, are perfectly amenable to mediation. There are currently available and successful tools to conduct online mediation.
R.103

Unidentified submission.

49. Should the UDRP provide a mandatory mediation service or a cooling off period to allow parties to discuss the dispute and try to reach an amicable solution? Yes.  Many domain name disputes have been mediated successfully. Many domain name disputes, particularly those involving non-cybersquatters, are perfectly amenable to mediation. There are currently available and successful tools to conduct online mediation.
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1. Respondent Information:

Constituency?  Non-Commercial
Complainant?

Respondent?

Panelist?

Other? 

Registrant? Yes.  6 to 10
16. Should parties be allowed to transfer providers?  This would not be necessary with a common appellate jurisdiction

19. Uniform supplemental rules needed?  No.  An appellate jurisdiction would allow to compensate for any unfair differences

26. Should the UDRP provide for any affirmative defenses?  Yes.  Should the defendent not be aware of the regulations governing domain names, it should receive some sort of protection from the UDRP
27. Should prior UDRP decisions have preclusive effect?  Yes.  A complainant cannot be allowed to harrass a defendent and the latter cannot be premitted to delay the transfer of the domain name indefinitely
30. How should such an appeal process work, and how should it be financed? The appeal should take place before a centralized institution set up by the ICANN itself or being the sole appellate institution accredited by the ICANN. This institution should be permanent and should be composed of a limited number of full-time panelists being elected by the ICANN or by a wider constituency for a given number of years in order to establish a stable jurisprudence. The costs should be supported by both the ICANN and the parties.
37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  The UDRP seems to focus on formal rights rather than on specific rights or interests that can be invoked by the defendents
38. If not adequately dealt with, how should the UDRP be amended to deal with RDNH?  The complainant should be fined (to the benefit of the provider and the ICANN)
39. Is there a problem in the consistency among UDRP decisions across providers or panelists, and if so, how would you propose amending the UDRP to ensure consistency?  There are inconsistencies among providers, an appellate jurisdiction would compensate for these
50. Should the UDRP be expanded to cover disputes other than abusive domain name registrations? Yes.  Anything relating to domain names, e.g. the illicit blocking of a domain name by a registrar although the domain name has not been renewed and is not claimed by anyone
Q.105

1. Respondent Information:

Constituency?  Non-Commercial
Complainant?

Respondent?

Panelist?

Other? Member of US Federal Communications Commission Federal Advisory Committee, the North American Numbering Council (NANC), Dispute Resolution Task Force (www.fcc.gov/ccb/nanc).
Registrant? Yes.  2 to 5
16. Should parties be allowed to transfer providers?  This should be defined by the first provider, in consultation with the second.
17. Are the notice provisions under the UDRP adequate? No.  Should be paper by personal physical service.
18. Any changes to supplemental rules needed? Yes.  Hoarding and warehousing should be defined.
25. Should there be any limits on a complainant's ability to withdraw a complaint? Yes.  Only if the case raises a matter on behalf of other than a natural person.  Only withdrawal by other entities by their governing body (i.e. Board of Directors).
27. Should prior UDRP decisions have preclusive effect?  Yes.  Res Judicata and Collateral Estoppel should apply as to administrative proceedings.
30. How should such an appeal process work, and how should it be financed? Another panel of three (3).
31. What level of deference should an appellate panel afford initial panel determinations? Legal issues only.
38. If not adequately dealt with, how should the UDRP be amended to deal with RDNH?  The remedy should be immediately implementable.
42. Do you believe both registration in bad faith and use in bad faith should be required to satisfy the bad faith requirement of Section 4(a)? No.  Bad faith is almost impossible to prove.  It is presumption of economic benefit that is important.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? Issued Trademarks should be used.
50. Should the UDRP be expanded to cover disputes other than abusive domain name registrations? Yes.  Warehousing and Hoarding should be included. See USA definition in Part 52 of FCC Regulations.
54. Are you aware of any other dispute resolution mechanisms (other than court proceedings) for dealing with cybersquatting that you feel show merit in some way? Yes.  The US FCC processes.
GROUP OF RESPONSES TO UDRP SURVEY – 116-123
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1. Respondent Information:

Constituency?

Complainant?

Respondent?

Panelist?

Other? Domain developer
Registrant? Yes.  More than 25
25. Should there be any limits on a complainant's ability to withdraw a complaint? No.  Provided respondent is not out of pocket for selecting a three-member panel.
30. How should such an appeal process work, and how should it be financed? Different provider (random), financed by appellant, who may opt for a one or three member panel. Strict time limits on appeals so that eventual winner may use the domain.
39. Is there a problem in the consistency among UDRP decisions across providers or panelists, and if so, how would you propose amending the UDRP to ensure consistency?  Yes, there is a clear problem. There are already a multitude of well-documented conflicting precedents and these need to be examined and unambiguous guidelines issued to providers.
42. Do you believe both registration in bad faith and use in bad faith should be required to satisfy the bad faith requirement of Section 4(a)? Yes.  Tarnishment of a trademark is the central issue.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? Only if the trademark filing date precedes the date of registration of the domain.
48. Should a complainant get a refund on the fee for a three person panel requested by the complainant when the respondent defaults? Yes.  The difference between the three and one member panel fees.
51. Should the UDRP be expanded to deal with TLD charter violations? No.  Preventing such violations should be the responsibility of the relevant registry/registrars.
R.118

1. Respondent Information:

Constituency?

Complainant?  Counsel  2 to 5 Proceedings  2 to 5 Names  NAF  WIPO
Respondent?

Panelist?

Other? 

Registrant? No.
8. Difficulty collecting or submitting proofs or other materials? Yes.  The providers are inconsistent about the submission of electronic materials - NAF requires only that the complaint be submitted electronically, while WIPO requires all evidence to be submitted electronically.  Since there is always hard-copy following electronic submissions, and much of the evidence is not originally in electronic form, going through WIPO requires a lot more time to scan everything.
12. Ever decided against filing a UDRP complaint?  Yes.
If so, why? (1 = most important factor)  Cost: ; Speed: ; Decision quality: ; Language barrier: ; Other: 1  Facts of dispute inappropriate to UDRP process --generally, when scenario has been too complicated to ensure fair and consistent results given prior UDRP decisions.

18. Any changes to supplemental rules needed? Yes.  WIPO - eliminate electronic submission of evidentiary materials; allow for supplemental filings (if amendments to complaints are still forbidden)
19. Uniform supplemental rules needed?  Yes.  Takes away one of the possible reasons for forum shopping.

24. Should a Complainant that loses be permitted to re-file? No.  Let the complainant appeal the decision before a court, as provided for in the policy.  Currently, the appeal process exists only for respondents.
27. Should prior UDRP decisions have preclusive effect?  Yes.  To the extent that new facts or new evidence is NOT available in the subsequent case, there should be some preclusive effect so that the parties don't keep arguing the same point over and over to different panels.
28. Should prior UDRP decisions have precedential value? No.  The variability is too great right now... and there's no system in place to reconcile decisions (unlike the U.S. judiciary, where appellate courts can set precedent overturning erroneous interpretations of the policy).
29. Should you be able to appeal a decision within the UDRP? No.  Inconsistent with the quciker, easier model of the UDRP; leads to more inappropriate cases being brought within the UDRP.
35. Should panelists be disqualified from representing parties before the UDRP?  No.  I would impose a limitation that a panelist representing a party cannot have the complaint heard by a former co-panelist... cuts off questions of inside dealing and conflicts of interest.
37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  No teeth, no consequences, no value.  Of course, that's also true in the courts, except for rare cases where extreme bad faith is present in complainant's actions.
38. If not adequately dealt with, how should the UDRP be amended to deal with RDNH?  I'd consider requiring guilty complainants to reimburse respondent's costs to the service provider (if a three-person panel was selected) or to pay respondent an amount equal to the service provider's single panelist fee.
39. Is there a problem in the consistency among UDRP decisions across providers or panelists, and if so, how would you propose amending the UDRP to ensure consistency?  There is a problem across panelists... some just don't understand trademark law and its growing sub-species of domain name law.  I'd prefer to see better screening and selection of panelists by the service providers.
40. Should UDRP Paragraph 4.a.1 (identical/confusingly similar) apply only to the physical appearance of the domain name and trade mark/service mark?  No.  Sight, sound and meaning all matter in the similarity of the mark to the domain name, especially given the technical limitations on domain name construction imposed by the DNS.
41. If answer to question 40 is no, should the UDRP be amended to include a list of factors to assist the panelists in determining when a confusing similarity exists? Yes.  Limit this point to sight, sound and meaning... the remainder of the Polaroid/DuPont factors for "likelihood of confusion" (familiar to U.S. lawyers) are covered in the bad faith circumstances... Section 4(a) is a threshold to bringing a UDRP action, not a balancing of facts.
42. Do you believe both registration in bad faith and use in bad faith should be required to satisfy the bad faith requirement of Section 4(a)? No.  I don't like the _Nuclear Marshmallows_ "non-use = bad faith use" line of decisions, even though I agree that warehousing and other registrations without actual use may consistute bad faith.  Mere registration can be bad faith... don't require panelists to make more skewed decisions to correlate real life expectations to the policy.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? From a U.S. perspective, I believe that "use-based" applications should be sufficient, since the complainant already has common law rights in such marks based on use.  Merely relying on an "intent-to-use" application (without evidence of use) is a travesty.

47. Should a respondent get a refund on the fee for a three person panel requested by the respondent when the complainant drops the complaint? Yes.  Full refund - provided that the complaint is withdrawn within 10 days of the filing of the response and demand for three-person panel.
51. Should the UDRP be expanded to deal with TLD charter violations? Yes.  Having each chartered TLD set up its own "UDRP-like" process is confusing for EVERYONE.  Bringing it all within the UDRP allows a certain amount of consistency.

R.119

1. Respondent Information:

Constituency?

Complainant?  Counsel
Respondent?  Counsel  2 to 5 Proceedings  2 to 5 Names  WIPO  Won and Lost  3 Panelists
Panelist?

Other? 

Registrant? Yes.  More than 25
5. Were the panelists impartial and experienced?  No.  Little rhyme or reason for some of their conclusions. Sometimes ignoring important arguments. Little if any consistentcy in similar cases of the past. So that makes the "Line" for a decision to "Move" all over the place.
10. Challenged a UDRP decision in court?  No.  At $10,000-$25,000 for EACH case.......it makes it EXTREMELY prohibitive.
19. Uniform supplemental rules needed?  No.  I don't think all cases are black or white. The use of the term "Infringement" has been vastly over used and has covered areas beyond the intent.
24. Should a Complainant that loses be permitted to re-file? No.  Seems like if you lose, you lose and another suit would constitute harrassment. Plus the expense would give an unfair advantage to a corporate bully over a mom, pop, operation.
29. Should you be able to appeal a decision within the UDRP? Yes.  Because MANY of the panelists make bad decisions based on things that have no bearing.
IF YOUR ANSWER TO THIS QUESTION IS NO, SKIP TO QUESTION 33.

30. How should such an appeal process work, and how should it be financed? I think there should be some type of oversight. If icann can't go thru past decisions and see a history of biased decisions, then this is the problem.
31. What level of deference should an appellate panel afford initial panel determinations? Just make sure their decision are based on fact and are consistent with past decisions of similar nature.
37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  I would say the powers at be have turned a blind eye to reverse domain hijackings. There are rules made for the moment. No agency to report it to. Little hope for those with limited funds. They are little more than sitting ducks and THIS is one of the biggest problems today.
40. Should UDRP Paragraph 4.a.1 (identical/confusingly similar) apply only to the physical appearance of the domain name and trade mark/service mark?  No.  Each case is unique. Some folks DO cross the line and do it intentionally. However some corporations are overstepping their protections and abusing the system.
41. If answer to question 40 is no, should the UDRP be amended to include a list of factors to assist the panelists in determining when a confusing similarity exists? Yes.  Well, there are many trademarks on "Delta" not all things that are confusing are infringments. Lots of people get confused. I think it is when the domain owner is TRYING to confure, that is when it becomes an infringement.

43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? None. Never. THAT would be the EASIEST way to revers hijack a domain name. Additionally NO RIGHTS are bestowed on you until you get an official registration number and after it has been approved and published for opposition. Perhaps 50% of all Trademark applications get rejected for one reason or another.
45. If the current fees are not appropriate, how do you feel they should be changed? There should be some kind of pool to defend those that are  not financially able to answer the complaint. There are those out there that make it a hobby of sending out threats and then abusing this system as they know their rival is not able to defend themselves.
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1. Respondent Information:

Constituency?  Business
Complainant?

Respondent?  Counsel  2 to 5 Proceedings  2 to 5 Names  WIPO  Won and Lost  1 Panelist
Panelist?

Other? 

Registrant? Yes.  More than 25
5. Were the panelists impartial and experienced?  No.  bad interpretations of law.  Panelists tend to make up new law to suit them at the time.
10. Challenged a UDRP decision in court?  No.  You know the answer to this already.  This will cost you money.  As the respondent, the UDRP hearing was low/no cost... Bringing suit in a court is another matter.
19. Uniform supplemental rules needed?  Yes.  this is an insane question.  OF COURSE every provider should be structered by the EXACT same rules, supplemental and otherwise.  Are you trying to encourage forum shopping?
23. Decisions public domain, or providers’ intellectual property? public  another insane question. "Intellectual Property of the Providers"??  That is like saying that a Judge owns all rights and references to a ruling!  This is insane to even consider.
26. Should the UDRP provide for any affirmative defenses?  Yes.  Currently, Providers are under no pressure whatsoever to follow any uniform guidelines whatsoever.  This needs to be fixed.  One way to police this is to provide some mechanism for affirmative defenses.  Unfortunately, there have even been decisions where the case was decided not on the merrits, but solely over the respondent's failure to respond - an assumption of guilt.  This is plain wrong.
27. Should prior UDRP decisions have preclusive effect?  No.  How is it possible to have more than ONE hearing for the same Domain(s)?
28. Should prior UDRP decisions have precedential value? No.  UPRD decisions should be based on Law, not on previous flawed decisions.

37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  Panelists never rule correctly on this.  The claim that since the respondent "won" the case seems to preclude any real decision on Reverse Hijacking.  I would like to see this particular area improved.
38. If not adequately dealt with, how should the UDRP be amended to deal with RDNH?  Any complainant found guilty of reverse hijacking shall be fined substantially.  Any future complaints brought by the complainant shall carry the stigma of the previous reverse hijacking conviction as well.  Should the complainant be found guilty numerous times on different occurences, complainant shall pay severely escalating fines and possibly be liable to formal civil charges as well.
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1. Respondent Information:

Constituency?  Intellectual Property
Complainant?  Counsel  1 Proceeding1 Proceeding to 25  More than 25 Names  WIPO
Respondent?  Counsel  1 Proceeding  WIPO  Won  1&3 Panelists
Panelist?

Other? Please note that in relation to the above, I acted for either the complainant or the defendant, ewsearching the case, advising the client on process and strategy, preparing the statements etc though all cases were submitted in the name of the clients
Registrant? Yes.  More than 25
5. Were the panelists impartial and experienced?  Yes.  Yes - but we were concerned not to get a panelist wfrom a distant jurisdiction with no experience of local law
11. If Complainant, and transfer ordered: any difficulty having it implemented? Yes.  I feel that ICANN should take more steps to ensure that adccredited registrars act promptly and efficiently post-dispute. It is very hard acting from theoutside to get through to the right people at some registrars - sending emails off to "enquiries@" addresses does not give much comfort!
12. Ever decided against filing a UDRP complaint?  Yes.
If so, why? (1 = most important factor)  Cost: ; Speed: ; Decision quality: ; Language barrier: ; Other:  The registrant had experience of the process and had mounted defences in other cases that led panellists to deny a case (whilst suggesting the courts)...so we went to the courts!
16. Should parties be allowed to transfer providers?  If the provider is too slow in finding a panelist who will accept the case
30. How should such an appeal process work, and how should it be financed? Any provider but 2 different panelists who can ask the previous panelist to clarify points under the chairmanship of a neutral provided from a special panel overseen by eg WIPO who must be IP specialist. It should be financed by the complainant in part but if the complainant wins, the panel that provided the original panelists should refund 50% of the complainants fee
42. Do you believe both registration in bad faith and use in bad faith should be required to satisfy the bad faith requirement of Section 4(a)? No.  Experience of the UK DRS
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? Pending trade marks afford rights: these rights should be observed

49. Should the UDRP provide a mandatory mediation service or a cooling off period to allow parties to discuss the dispute and try to reach an amicable solution? Yes.  10 days up front
55. Have you used a domain name dispute resolution mechanism (other than a court proceeding) other then ICANN's UDRP? Yes.  Chile, UK etc: proven local systems are attractive; mediation in the Nominet UK system worked very well
56. In what way not already indicated above do you feel the UDRP excels or could be improved?  It excels at its purpose: for tackling bad faith registration. It has been let down because, like other ICANN initiatives, there is not enough PR behind it to bang home its benefits.
GROUP OF RESPONSES TO UDRP SURVEY – 141-155

R.141

1. Respondent Information:

Constituency?  Non-Commercial
Complainant?

Respondent?

Panelist?  NAF  more than 25 Proceedings  More  1&3 Panelists
Other? 

Registrant? No.
37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? Yes.  However, the Policy may make it more difficult for a Respondent to prove reverse domain name hijacking and this might suggest review of the Policy.
40. Should UDRP Paragraph 4.a.1 (identical/confusingly similar) apply only to the physical appearance of the domain name and trade mark/service mark?  No.  The laws protecting trademarks and other intellectual property is important enough to permit broader coverage.
41. If answer to question 40 is no, should the UDRP be amended to include a list of factors to assist the panelists in determining when a confusing similarity exists? Yes.  As guidance, which is generally helpful.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? When the party has also used the trademark to the degree it would suggest common law rights.
49. Should the UDRP provide a mandatory mediation service or a cooling off period to allow parties to discuss the dispute and try to reach an amicable solution? No.  A great deal of damage may be done by a party will ill intent during a cooling off period.  A party with a legitimate interest in reaching an amicable solution will reach that solution prior to the filing of the action.  In the period of time in which I have been a panelist on domain cases, I have had an estimated two cases in which the parties reach an agreement after assignment of the case.
50. Should the UDRP be expanded to cover disputes other than abusive domain name registrations? Yes.  The UDRP provides a valuable service by enabling parties to resolve their disputes as less expense than in the traditional court system and the resolution takes place on a schedule that is generally faster than the court's system.  Those areas that express an interest in this type of resolution should be encouraged to join the process.
56. In what way not already indicated above do you feel the UDRP excels or could be improved?  The UDRP excels in the areas of cost savings to the parties and in the time of resolution. A graduating fee scale to assist low-income parties might be beneficial and open the process to more users.
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1. Respondent Information:

Constituency?

Complainant?

Respondent?

Panelist?

Other? Law professor - have conducted research into the UDRP.  Also a member of the board of directors of CIRA who played a role in drafting the Canadian Domain Name Dispute Resolution Process.
Registrant? Yes.  2 to 5
13. Who should select the provider? Other  Complainant choice fine with me provided 26. Should the UDRP provide for any affirmative defenses?  Yes.  CDRP approach uses this -- legitimate interest (including good faith non-commercial use such as criticism) clearly protected since registrant wins if can show any legitimate interest regardless of bad faith finding.  The CDRP list is a good one -- generic, registrant has rights, good faith non-commercial, etc.
safeguards to ensure fairness are established.  My research suggests that mandatory 3-member panels would assist in this regard.  That approach has been adopted by the CDRP for resolving Canadian dot-ca disputes.
18. Any changes to supplemental rules needed? No.  Eliminate supplemental rules -- no reason for them as they breed unfairness.  Far better to adopt uniform rules applicable to all.
26. Should the UDRP provide for any affirmative defenses?  Yes.  CDRP approach uses this -- legitimate interest (including good faith non-commercial use such as criticism) clearly protected since registrant wins if can show any legitimate interest regardless of bad faith finding.  The CDRP list is a good one -- generic, registrant has rights, good faith non-commercial, etc.

37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  No remedy with teeth.  The CDRP provides for up to $5000 in damages to cover respondents costs which is a good starting point.
39. Is there a problem in the consistency among UDRP decisions across providers or panelists, and if so, how would you propose amending the UDRP to ensure consistency?  Absolutely - there is obviously a consistency problem.  Providers should conduct regular reviews of panelists.  More importantly, case allocation would address the issue if 3 member panels for all cases -- more likely to get consistent results.
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1. Respondent Information:

Constituency?  Intellectual Property
Complainant?

Respondent?

Panelist?

Other? Basically I'm just worried that ANY company can currently come up and claim my registered domain names, which I, according to current German law, have to hand over without any sort of redemption...
Registrant? Yes.  2 to 5
56. In what way not already indicated above do you feel the UDRP excels or could be improved?  Considering the popular term of 'domain grabbing' and the public availability of the Internet of about 7 years, IMHO any company that has not set up their Internet presence yet, has forfeited the rights to any domain. Furthermore I cannot see the point why a multinational corporation such as Shell (Oil Company) needs all national domains as well as the .com domain, sueing a private person (also named Shell) to hand over the .de domain and winning the case in court.
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1. Respondent Information:

Constituency?

Complainant?

Respondent?

Panelist?  WIPO  more than 25 Proceedings  More  1&3 Panelists
Other? 

Registrant? Yes.  2 to 5
13. Who should select the provider? Other  Neither.  Provider selection by either party in this context leads to a perception of capture of the provider.  I honestly believe that the providers are not influenced by the Complainant's choice of them, and do not compete on the basis of outcome ratios.  However the perception of bias is extremely strong and must be addressed.
14. Should Complainants be allowed to amend complaints?  Yes.  providing a rigid rule of non-amendment is too inflexible to account for unforeseeable changes (addition of new evidence, change of counsel, etc).  Panelists are smart enough to take this considerations into account, where the Complainant can make out a case.  There should be a presumption however (as there is now) that the Complainant needs to have a good reason for the amendment.
15. Should Respondents be allowed to amend responses?  Yes.Same reason as in qn 14.  However there is also the pragmatic observation that Respondents don't respond to the majority of Complaints.  Any additional constraints are going to be seen as compounding the perception of injustice.
16. Should parties be allowed to transfer providers?  If there is a showing of conflict of interest or other meaningful evidence of partiality.  Same sort of rule as applies in the recusal of any judge.
19. Uniform supplemental rules needed?  No.  Supplemental rules at present deal with matters that are not important enough to warrant wholesale change to UDRP.  The main areas of difference are price (which should not be uniform and should be market-based) and empanelment of 3-person panels.  There is little to distinguish between the latter rules for any provider.
20. Should complaints and responses be publicly accessible? Yes.  This is absolutely vital for the purposes of building indexes to the UDRP, and for being able to generate meaningful analysis of what panelists and parties are doing.

I am currently seeking to build a publicly-accessible index to all UDRP decisions, and to create qualitative and quantitative analysis of the UDRP  Without this sort of data it is impossible, for example, to determine the percentage of undefended actions, the likelihood of an outcome for a Complainant where the action is defended, the prospect of a Respondent who files a Response where the Complainant has requested a 3-person panel, etc etc.

It is appropriate that certain information in the Complaint and Response should be redacted.  However I would suggest that this should be limited to identifying address material (meaning that city and country data should be available)
21. If pleadings public, under what circumstances? Mandatory, before decision rendered.  Otherwise all Complainants will request that the information be kept private, and the public will never see it. 

22. One central location for access to all decisions? Yes.  Access to justice is not served by the current system.  The current system is roughly equivalent to saying that all decisions are printed and available, they're just scattered about 4 different buildings, and piled in rooms without any way of finding the relevant decisions.

The current system is a disgrace, and it is ICANN's disgrace.  The providers have no reason to provide a central, indexed repository, and they cannot be blamed to not creating one.  However it is to ICANN's shame that they have done nothing to address this issue.
23. Decisions public domain, or providers’ intellectual property? public  This is surely not a serious question.  The administration of justice requires public notification of the outcome of decisions.  What general interest would be served by giving the providers control over the decisions?

The UDRP is already perceived as displaying a systematic bias against Respondents.  If you lock up the decisions in the hands of providers, do you think it unlikely that some of them may realize that they could reduce criticism by strictly controlling access to the decisions?

This is easily the worst possible thing you could do for the UDRP.
24. Should a Complainant that loses be permitted to re-file? Yes.  Ok, here you have a bigger problem that you need to think about more seriously than this question indicates you have.

If you decide that you are going to alter the Rules to cover this procedural issue, then you need to add a large number of other procedural and substantive rules.  Why single out re-filing, when they are pressing issues about the scope of bad faith, the interests of junior and senior tm holders, whether personality rights are actually convered by para 4.a.(i), etc.  I am in two minds about whether you create the necessary rules by a legislative process, or whether you leave it to the panelists as a common law development process.

As it stands there is already a reasonable consensus emerging among panelists about the basis for refiling an action.  However, there is a general problem about how best to advertise the emergence of a new principle, how to generate consensus among panelists, etc.

If you leave this issue (and others presumably) to the common law, then you need to start giving some thought to how common law works.  The UDRP is currently a system that demonstrates the worst of the common law, because of the absence of central indexes, and the absence of a norm-generating mechanism.  I'm happy to elaborate on this, as I'm writing an article on it at the moment.  But I won't bore you with this now.
27. Should prior UDRP decisions have preclusive effect?  Yes.  Apart from the Grove|Creo-Scitex principles for re-filing, once a decision is rendered then that is the end of the matter.
28. Should prior UDRP decisions have precedential value? Yes.  The adminstration of justice presumes (even in civil systems) a role for precedent, for a number of reasons:

1. fairness (like cases should be decided alike, otherwise bias or other extra-legal considerations are presumed to be operating) 

2. institutional integrity (related to 1, the tribunal will only generate a perception of integrity if it is seen to operate on well-articulated principle, and as a result is consistent)

3. efficiency (don't waste resources re-evaluating all decisions from first principles if a prior decision has already canvassed the reasons for deciding in a particular way).

This does not say anything, however, about the scope of the precedential value of the prior decisions.  To say that something is a precedent assumes that it is binding to some degree on subsequent decision makers.  The question is "to what degree".  This is a question that requires more discussion than I can meaningfully provide in this little textarea.
29. Should you be able to appeal a decision within the UDRP? Yes.  Entirely for precedential reasons, as articulated in the answer to qn 28.  The appeal court leads the emergence of principle within the system.  Without it, as you currently have, decisions are rendered all over the place.  It is difficult to generate a sense that any given position is to be preferred.
30. How should such an appeal process work, and how should it be financed? The ideal situation would involve an appeal body which is drawn from all providers, simply to generate consistency.  Financing should be provided largely by the appellant, but given the governing role that the appeal body should have, it would be reasonable for it to be funded through an impost on all other decisions.  The number of panelists is not very important: 3 or 5 would be fine.  You don't want too many (too many cooks), and it is perfectly appropriate to appeal from a 3-person panel to a 3-person appeal panel.
31. What level of deference should an appellate panel afford initial panel determinations? Leave this to the appeal panel.  They're going to have to build their own set of procedural principles anyway.  May as well assume that they can work out this for themselves.  (Unless you propose to build all the procedural rules for this panel, which I *strongly* counsel against)
32. Should the right to appeal be automatic? No.  The appellate panel should be free to grant cert or deny it.  I think that role of the appeal is to decide matters of principle within the UDRP, rather than to provide individualised justice to a wronged party.  If the party feels wronged, then they can go off to the national system, as is currently provided.  The job of the appeal panel would be made more difficult if its role were confused by an automatic right of appeal
37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  There is no penalty for the Complainant who has engaged in rdnh.  They've already lost the proceeding.  The current situation is very unsatisfactory.
38. If not adequately dealt with, how should the UDRP be amended to deal with RDNH?  On the substantive side, the issue of rdnh needs to be made clearer within the UDRP, and some guidance provided as to what amounts to rdnh.

On the remedy side, the only obvious way to deal with this is to require a bond to be paid to the DRP upon filing the Complaint.  If rdnh is found, then the Complainant loses the bond.
39. Is there a problem in the consistency among UDRP decisions across providers or panelists, and if so, how would you propose amending the UDRP to ensure consistency?  Yes (across both DRPs and across panels within a given DRP).  All of my comments about about the common law process, the indexing of decisions, and the role of the appellate panel go to this issue.  Addressing these matters will go a long way to addressing the consistency problem.
42. Do you believe both registration in bad faith and use in bad faith should be required to satisfy the bad faith requirement of Section 4(a)? Yes.  The issue is already addressed in the majority of matters by telstra.org and others.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? Unless you're going to address the issue of personality rights and rights in unregistered trademarks, you would be much better off ignoring this question.  It's a red herring.
52. Do you think that the UDRP should be uniform across gTLDs and ccTLDs? Yes.  I assume you mean open namespaces (rather than closed, charter or policy-based namespaces).  In which case, what is the meaningful distinction between the namespaces that would justify the difference?
53. If the UDRP should be uniform, should a complainant be allowed to include both gTLD and ccTLD domain names in one complaint? Yes.  As long as the usual other requirements (same Respondent, etc) were met, then the interests of efficiency and justice would warrant the merger.
R.146

1. Respondent Information:

Constituency?  Non-Commercial
Complainant?

Respondent?

Panelist?

Other? 

Registrant? Yes.  1
21. If pleadings public, under what circumstances? The complaints should be accessible as soon as the case is scheduled. The rest should be accessible after decision. 

25. Should there be any limits on a complainant's ability to withdraw a complaint? Yes.  Complainants should not be allowed to harrass the respondent into submission by overburdening their legal representation. Complainants should not be allowed to forum-shop.
28. Should prior UDRP decisions have precedential value? No.  Because quite a few of the preceding decisions were faulty.
39. Is there a problem in the consistency among UDRP decisions across providers or panelists, and if so, how would you propose amending the UDRP to ensure consistency?  Don't allow judge shopping.
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1. Respondent Information:

Constituency?  Intellectual Property
Complainant?  Counsel  1 Proceeding  1 Name  WIPO
Respondent?

Panelist?

Other? 

Registrant? No.
8. Difficulty collecting or submitting proofs or other materials? Yes.  Given the limitations on current Whois data and searching, very difficult to run searches on a domain name owner to determine whether it had other domain names to establish a pattern of bad faith.  Moreover, since Whois data is not alwasy accurate, difficult to obatin information on Respondent to establish bad faith or refute a legitimate interest if the name is false.
12. Ever decided against filing a UDRP complaint?  Yes.
If so, why? (1 = most important factor)  Cost: ; Speed: ; Decision quality: ; Language barrier: ; Other:  None of these factors affect my decision.  If I do not have a slam dunk case of abusive registration, I typically decide against filing a UDRP complaint
13. Who should select the provider? Complainant  This is no different in civil litigaiton where the plaintiff picks where to file (assuming jurisdicitonal requirements are met.)
14. Should Complainants be allowed to amend complaints?  Yes.  Only if it can be shown that new information came up after they filed the original complaint, and the panelists should have discretion whether to accept an amendment if it would unfairy prejudice a party.
15. Should Respondents be allowed to amend responses?  Yes.Again, only if it can be shown that new information came up after they filed the response, and the panelists should have discretion whether to accept an amendment if it would unfairy prejudice a party.
16. Should parties be allowed to transfer providers?  I see no reason to provide for tranfers except in the case wheer a provider, such as eresolution, goes out of business.
20. Should complaints and responses be publicly accessible? Yes.  Oftne times the decision itself does not have all the facts such that the outcome on its face appears unfounded or not justified.  Given that the complaints and responses are field by email, it would not take much to make them available online with the decisions.
21. If pleadings public, under what circumstances? It should be public only after a decision has been rendered adn the parties should have the ability to seek soemthing like a protective order in exceptional cases where it would be harmful to make the complaint or response public. 

22. One central location for access to all decisions? No.  twould be nice, but they should at least be available by each provider at its website.

24. Should a Complainant that loses be permitted to re-file? Yes.  only if the complainant cna show by clear and convincing evidence that there was unfair bias or conflict of interest by the provider or one pof the panelists.
25. Should there be any limits on a complainant's ability to withdraw a complaint? Yes.  Not after an answer has been filed

27. Should prior UDRP decisions have preclusive effect?  No.  Again, this assumes my answer that a complainaint should not be able to refile unless it can show unfair bias or conflict of interest and in such cases, the case should be heard de novo.
28. Should prior UDRP decisions have precedential value? Yes.  Yes.  While I can appreciate some might be concerned with such a concept since there is some "bad law" out there, just as in civil litigation, I would not expect many panelists to follow it if it is truly bad law.
29. Should you be able to appeal a decision within the UDRP? No.  There already is the ability to appeal to a court built within the UDRP
39. Is there a problem in the consistency among UDRP decisions across providers or panelists, and if so, how would you propose amending the UDRP to ensure consistency?  Overall, I do not believe there is a problem with consistency.  There is always going to be bad law, and I do not think there is anything we could change in the UDRP that will change that.  However, I agree with the recent MaxPlank study and think we could help panelists by fleshing out the conditions under which a domain name is found to be "confusingly similar" with a mark, the measures to be taken in order to safeguard the interests of free speech, and the rules concerning the burden of proof and the standards to be applied in the assessment of the parties' contentions.

41. If answer to question 40 is no, should the UDRP be amended to include a list of factors to assist the panelists in determining when a confusing similarity exists? Yes.  Being an American I would point to the DuPont factors:

the similarity in the overall impression created by the two marks (including the marks' look, phonetic similarities, and underlying meanings); 

the similarities of the goods and services involved (including an examination of the marketing channels for the goods); 

the strength of the plaintiff's mark; 

any evidence of actual confusion by consumers; 

the intent of the defendant in adopting its mark; 

the physical proximity of the goods in the retail marketplace; 

the degree of care likely to be exercised by the consumer; and 

the likelihood of expansion of the product lines. 

42. Do you believe both registration in bad faith and use in bad faith should be required to satisfy the bad faith requirement of Section 4(a)? No.  The UDRP decisions themselves have written out the "and" in this section since often times a cyberpirate will only register a domain name incorpoating a trademark owners' mark and never use it with the ony puprpose of selling it back to the trademark owner for an increased fee.  The UDRP decisions have already equated such registration as use so I think it is about time we siply change the "and" to an "or."  Also, dispute resolution policies adopted by certain ccTlds do not include the "and" requirement.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? Only if it is based on actual use
55. Have you used a domain name dispute resolution mechanism (other than a court proceeding) other then ICANN's UDRP? Yes.  .biz STOP proceeding (still pending).  My biggest problem was with inaccurate Whois data and trying to get informaiton to try to first amicably resolve the dispute and file the complaint
56. In what way not already indicated above do you feel the UDRP excels or could be improved?  Again, I agree that the three points raised in the max Plank study are key areas that need ot be looked in to and reformed.  (i.e., help panelists by fleshing out the conditions under which a domain name is found to be "confusingly similar" with a mark, the measures to be taken in order to safeguard the interests of free speech, and the rules concerning the burden of proof and the standards to be applied in the assessment of the parties' contentions.)
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1. Respondent Information:

Constituency?  Business
Complainant?  Counsel  1 Proceeding  1 Name
Respondent?

Panelist?

Other? 

Registrant? Yes.  6 to 10
14. Should Complainants be allowed to amend complaints?  Yes.  Under reasonable circumstances, amendments should be possible and easy.  In a matter related to my dispute 

(not the actual domain name portion), many *significant* details only became available to me almost a year 

after the problems begin, due to the obfuscation of the (proven to be) criminals involved.
17. Are the notice provisions under the UDRP adequate? No.  should also do certified mail - many folks dont read email regularly, even weekly; and some folks do take extended vacations

20. Should complaints and responses be publicly accessible? Yes.  partly because it would cut down on spurious complaints, and partly to allow potential disputes to be

avoided before the begin
21. If pleadings public, under what circumstances? mandatory

minimal information when a dispute arises (domain name and parties involved)

full disclosure after resolution 

27. Should prior UDRP decisions have preclusive effect?  Yes.  Well, one would like to think decisions are reasonably final, subject to appeals based on new eveidence 

or improper procedure, etc.
28. Should prior UDRP decisions have precedential value? Yes.  *reasonble* use of precedence is good in that it sets expectations, lowers costs, and will prevent some disputes 

because the resolution will be pretty obvious before the fact to both parties
29. Should you be able to appeal a decision within the UDRP? Yes.  see prior answer to what i thought was this question......
IF YOUR ANSWER TO THIS QUESTION IS NO, SKIP TO QUESTION 33.

30. How should such an appeal process work, and how should it be financed? costs should be apportioned however they currently are - I assume 'trvial'/nuisance appeals or disputes 

costs will be borne by the person bringing the trival action

similar to appellate courts, some independent 3rd party should decide if an appeal is warranted based on new

evidence, related actions by either party, improper proceedings, etc
31. What level of deference should an appellate panel afford initial panel determinations? appropriate to the competence of the initial panel's process and findings and in consideration of hte reason for the appeal
37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  having been a victim of same, it is *all* too easy to get an ignorant judge to provide a ruling allowing a

reverse hijacking.
38. If not adequately dealt with, how should the UDRP be amended to deal with RDNH?  outside of trademark issues (and even there it is ridiculously unmanageble except for the trvial cases)

I'm not sure there is a easy way to codify a rule to prevent RDNH - the 'big guy' always has advantages
40. Should UDRP Paragraph 4.a.1 (identical/confusingly similar) apply only to the physical appearance of the domain name and trade mark/service mark?  Yes.  Trademark scope should be as tightly restrcited as possible.

Point in fact:  a friend of mine registered cannon.com in 1994 and used it as his personal domain and for 

computer consulting business.  Several YEARS later he was contacted by Cannon Inc (whatever their name is - 

the towel making company) attorney and FORCED to give up his domain because of 'trademark'

Completely bogus.  In actual fact his domain never got *any* hots or email for anyone looking for  Cannon the 

towel making company but it did *regularly* get mis-directed email and queries for Canon the copier company.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? As I said earlier, i believe trademark as a basis must be under the tighest scope possible.  If the US PTO 

wouldnt see the trademark and the domain holder's in 'likely confusion in the mind of the public' then too bad. 

And in fact, if the domain registration is *prior* to the trademark application, then the trademark should have 

no influence at all.

domain names are just another 'public use for commerce' and as such registering a domain prior to the other 

party's trademark application should constitute 'prior, public use'
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1. Respondent Information:

Constituency?  Intellectual Property
Complainant?  Counsel  1 Proceeding1 Proceeding to 25  11 to 25 Names  CPR  eRes  NAF  WIPO
Respondent?  Counsel  6 to 10  Proceedings  1 Name1 Name to 25  CPR  eRes  NAF  WIPO  Won and Lost  1&3 Panelists
Panelist?  WIPO
Other? 

Registrant? Yes.  More than 25
3. Provider selection criteria: (1=most influential)

Reputation: 1; Supplemental rules: 5; Panelist experience: 6; Decision quality: 4; Panelist geographic diversity: 3; Other: 2  In many cases, particular providers were identified as more likely to favour the Complainant as they provided results in the past which were unbelievably pro-complainant. They were therefore selected when choosing UDRP providers
5. Were the panelists impartial and experienced?  No.  Panellists in certain cases clearly favoured US law and failed to recognise "generic" claims and other competing claims which would be legitimate in non-US jurisdiction.  In many cases US panellists blindly followed trade mark law without any consideration of common law rights and the fact that trade marks were geographically limited in scope. They appeared to believe in a concept that any trade mark may be entitled to "famous mark" worldwide protection even though only registered in one country.  Outcomes were achievable under UDRP which could not have been achieved in court. The lack of appeal procedures and the belief by panellists that previous decisions could be used as precedents (despite the rules saying otherwise) clearly favoured our (claimant) clients. 

We have discussed certain cases (not our cases) with panellists "off the record" at events such as legal dinners and heard stories of manifest bias in the panellist attitude. In one case a panellist (1 of 3) said he did not believe jurisdiction was even available as the case was clearly arguable by both sides. He was told not to "rock the boat" and that trademark owners needed protection!
10. Challenged a UDRP decision in court?  No.  No, but in a number of cases we have considered suing panellists personally for accepting jurisdiction in breach of UDRP rules. No action was commenced on the grounds (alone) that the clients couldn't afford the costs of suit.
13. Who should select the provider? Other  The number of providers should be significantly widened. Providers should be agreed between the parties and in the absence of agreement then allocation should be by a rota of providers.  Panellists should be randomly drawn and random draw should be audited. Providers should have aresponsibility to ensure quality of decision.

A separate oversight team should sit to warn about decisions that considered to be unique to their facts or which appear to have applied the rules incorrectly.

A separate appeals body should be created. Panellists should NOT be able to sit on a UDRP provider and also on the Appeal body. (i.e. if sitting as an appeal panellist you cannot sit as a UDRP panellist for any provider - this ensures independence.).

UDRP providers should have to insure against appeal costs and appeals should be with leave of the appeal body on the grounds of a prima-facie case of arguable case or other error in jurisdictional or manifest error of factual application.  Providers should pay the cost of the appeal if leave is given. The appellant should only pay a "leave to appeal" fee - $100 or so which should be refunded if leave is granted.

Appeals should consist of 3 people and with one appeal panel member from the jurisdiction of each party and a 3rd panellist being from a neutral jurisdiction.

There should be a single appeal body (Ideally ICANN operated) with panellists joining individually.
14. Should Complainants be allowed to amend complaints?  Yes.  Complainants should be required to swear an affidavit of the accuracy of initial filings AND should be required to file an affidavit explaining how the inaccuracy arose.  In the event that panellists are not satisfied that there is merit in the reason given to amend, the Complainant should be banned for 3 years from using the UDRP again.

(Where this arises due to Counsel's error, then the same ban should apply to Counsel to prevent the "it was my lawyer's error" excuse).
15. Should Respondents be allowed to amend responses?  Yes.Respondents should be required to swear an affidavit of the accuracy of initial filings AND should be required to file an affidavit explaining how the inaccuracy arose.  In the event that panellists are not satisfied that there is merit in the reason given to amend, the panellists should be entitled to make an appropriate statement about the inaccuracy of the initial filing in judgment and this should be available to all other parties.

(Where this arises due to Counsel's error, then the same procedure should apply to Counsel to prevent the "it was my lawyer's error" excuse). 

A list of such ajudications should be published on the appeal body's site (as this would

17. Are the notice provisions under the UDRP adequate? No.  E-mail is too uncertain.  Notice should always be given by mail to the recorded address and at least 60 days notice should be given as it can take 20+ days for mail to be delivered. (This has occurred (21 days for delivery) with one particular case).
18. Any changes to supplemental rules needed? No.  Leave to the market - subject to any requirements of the UDRP oversight body (if created)
19. Uniform supplemental rules needed?  No.  Leave to the market - but the UDRP oversight body (if created) could give recommendations (positively and negatively) about supplementary rules
20. Should complaints and responses be publicly accessible? Yes.  This is the only way to see if parties are lying.

20. Should complaints and responses be publicly accessible? Yes.  This is the only way to see if parties are lying.

In one case (before a UK court) the Complainant stated that the domain in question had been used by them since for 5 years.  In fact they had bought the name and filed complaint on the day after the transfer occurred. They had used the domain for only 1 month at the date of the affidavit.  Clearly both their lawyers and the Complainant knew this "5 year claim" was erroneous. (The period of 5 years covered the Complainant's ownership AND that of the unconnected previous owner!)

They would (almost certainly) not have made the claim if it were public as it would have been immediately discovered and they would have received adverse publicity.

PArties should however be able to file a "confidential to parties" version and a "public" version of complaints. Panellists should however be to require that any inappropriately "red-aacted" (non-public) parts ar reinstated to the public version.
21. If pleadings public, under what circumstances? Mandatory.  At the time of filing.

If there is a manifest error or lie then this should come to light before a decision is made 

24. Should a Complainant that loses be permitted to re-file? No.  No. The Complainant has the opportunity to go to Court.  To allow multiple filings will permit abuse and unwarranted "threats-style" proceedings with parties who have deep pockets.
25. Should there be any limits on a complainant's ability to withdraw a complaint? Yes.  Withdrawal should be permitted at any time. If a complaint is withdrawn after the Respondent's response is filed this should preclude any re-filing.
26. Should the UDRP provide for any affirmative defenses?  Yes.  These are available in a court of law and must be recognised. There is really no debate about this.  If we fail to all these rules, the process will fall into disrepute and the courts will start to step in where a Respondent claims valid legal point of defence but that the UDRP doesn't recognise it

27. Should prior UDRP decisions have preclusive effect?  Yes.  But only where there is a decision of "systematic cybersquatting" (as in the "One in a Million" case) - a simple finding in favour of the Complainant should not be determined to be "systematic cybersquatting". This should only arise where there is widescale abusive registrations of many domain name of well-known third parties. Where there are arguable reasons to register names (even if determine to be insufficient to allow a claimant to keep a domain) these should preclude cybersquatting rulings..

Respondents should be able to commence proceedings where threatened by a potential claimant and seek a ruling of cyber-hijacking.
28. Should prior UDRP decisions have precedential value? No.  Just go and look at some of the poor decisions to date and the reason becomes obvious!!!
29. Should you be able to appeal a decision within the UDRP? Yes.  For reasons above
30. How should such an appeal process work, and how should it be financed? The number of providers should be significantly widened. Providers should be agreed between the parties and in the absence of agreement then allocation should be by a rota of providers.  Panellists should be randomly drawn and random draw should be audited. Providers should have aresponsibility to ensure quality of decision.

A separate oversight team should sit to warn about decisions that considered to be unique to their facts or which appear to have applied the rules incorrectly.

A separate appeals body should be created. Panellists should NOT be able to sit on a UDRP provider and also on the Appeal body. (i.e. if sitting as an appeal panellist you cannot sit as a UDRP panellist for any provider - this ensures independence.).

UDRP providers should have to insure against appeal costs and appeals should be with leave of the appeal body on the grounds of a prima-facie case of arguable case or other error in jurisdictional or manifest error of factual application.  Providers should pay the cost of the appeal if leave is given. The appellant should only pay a "leave to appeal" fee - $100 or so which should be refunded if leave is granted.

Appeals should consist of 3 people and with one appeal panel member from the jurisdiction of each party and a 3rd panellist being from a neutral jurisdiction.

There should be a single appeal body (Ideally ICANN operated) with panellists joining individually.
31. What level of deference should an appellate panel afford initial panel determinations? Hearing should be de-novo but leave to appeal should be required (see below)

32. Should the right to appeal be automatic? No.  Leave of the appeal body should be required. 

Leave should be granted on the grounds of:

a) a prima-facie case of arguable case or other error in jurisdictional (I.e. taht the case shouldn't have been accepted under UDRP because the name is generic or that it is arguable that the registrant has some rights to use the name or that the Claimant's right was limited and should not have been applied (similar to a failure of jurisdiction on grounds of arguable case)

b) manifest error of law/rules; 

c) affirmative defence (duly made out as a prima-facie case) was ignored by panel 

d) manifest error of factual application.

33. If panelist or provider: is there sufficient time to review complaints and responses for sufficiency?  N/A but similar timescale in ccTLD dispute panels (Nominet and www.dispute.it) are adequate.

Panellists can ask parties for further clarification or raise questions to the parties for answer and thereby extend timetable if necessary
35. Should panelists be disqualified from representing parties before the UDRP?  Yes.  but only before their own provider as there may be an appearance of bias where the panellist (acting as counsel) may have "sat" with the panellist on another occasion.

(determined on a Provider basis - blanket prohibition)

Where a panellist is a member of the same firm as a party or its representatives (or has previously represented one of teh parties in any way) they should also be disqualified (determined on a case by case basis).
37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  Needs strengthening
38. If not adequately dealt with, how should the UDRP be amended to deal with RDNH?  RDNH should preclude the parties for not less than 3 years! with a ban length being able to be longer at the panellist's discretion where manifest RDNH is apparent
39. Is there a problem in the consistency among UDRP decisions across providers or panelists, and if so, how would you propose amending the UDRP to ensure consistency?  YES - See the UDRPINFO.COM Site and above comments. 

I think it is clear that inconsistency is rife.

43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? Never -  a pending trademark should not provide protection
44. Do you feel that the fees being charged by the providers are appropriate? No.  A summary judgment procedure should be provided (as for www.dispute.it)
49. Should the UDRP provide a mandatory mediation service or a cooling off period to allow parties to discuss the dispute and try to reach an amicable solution? Yes.  but in practice in a gTLD environment this may be impractical.  An alternative and perhaps better solution may be for the Complainant to warrant that they have sought to mediate the situation as a condition of filing (using independent mediation) and that this has failed.
51. Should the UDRP be expanded to deal with TLD charter violations? No.  Entirely inappropriate and there is no charter for this.  TLDs should be given an option to voluntarily sign up for this IF AND ONLY IF it is also consented to by a significant majority of the local internet community for that TLD
54. Are you aware of any other dispute resolution mechanisms (other than court proceedings) for dealing with cybersquatting that you feel show merit in some way? Yes.  Various mediation services exist (such as www.dispute.it). This will accept mediation and disputes involving gTLDs and ccTLDs.
55. Have you used a domain name dispute resolution mechanism (other than a court proceeding) other then ICANN's UDRP? Yes.  Various - usually private 

Being able to agree the panellists between the parties is a much better idea and the private mediation and arbitration services allow this
56. In what way not already indicated above do you feel the UDRP excels or could be improved?  Geographic balance.

Remove panellists if bias is shown.

See above comments
R.152

1. Respondent Information:

Constituency?

Complainant?

Respondent?

Panelist?

Other? Lawyer. Offer legal services related to the ccTLD and gTLDs.
Registrant? No.
18. Any changes to supplemental rules needed? Yes.  NAF. The provision that allows amending complaint/response as an additional service for an additional fee should be excluded, and this issue should be regulated uniformly for all Providers.
19. Uniform supplemental rules needed?  No.  Competition, within reasonable limits, is beneficial, as long as safeguards against forum shopping are available.
20. Should complaints and responses be publicly accessible? No.  (1) It would unnecessarily burden Providers, especially when they contain exhibits in hard copies. (2) Parties in domain name disputes always can publish their materials online, if they wish. (3) Panelists, however, should be required to summarize Parties? submissions in their decisions (as most of them do).
24. Should a Complainant that loses be permitted to re-file? No.  (1) Panels should render decisions that are final and provide certainty to Respondent. "Incomplete" decisions ("without prejudice to re-filing") should not be practiced. (2) Re-filing should not be permitted except for exceptional cases such as fraud or corruption, etc. (3) Complainant may file a new case based on new circumstances and facts that emerged after the first decision. (See argumentation in WIPO D2000-0703 and 1490.)
25. Should there be any limits on a complainant's ability to withdraw a complaint? Yes.  Proceeding must be finalized by a decision when there are allegations of reverse domain name hijacking.
27. Should prior UDRP decisions have preclusive effect?  Yes.  (1) If identity or confusing similarity was not established under Sec.4-a-i, the loosing Complainant should be precluded from filing another complaint against the same Respondent regarding the same domain name(s).  (2) Once it was established that Respondent has rights or legitimate interests in respect of a domain name, under Sec.4-a-ii, this decision should prevent any claims against the same Respondent regarding the same domain name from any person.  (3) If the first two elements of Sec.4-a were established, but the complaint was denied because Complainant failed to prove bad faith under Sec.4-a-iii, the same Complainant may file another complaint against the same Respondent and regarding the same domain name(s), if he alleges further actions of Respondent provided new evidence of registration/use in bad faith.
28. Should prior UDRP decisions have precedential value? No.  (1) It would not be in accord with principles of many world?s legal systems. (2) In any case, it would be premature for a new and developing law such as UDRP. (3) Consistency of panels? decisions may be achieved through appeal process.
29. Should you be able to appeal a decision within the UDRP? Yes.  (1) To improve quality and consistency of decisions among panelists and Providers. (2) To ensure clarity and predictability of interpretation of UDRP provisions. (3) To provide some safeguards against forum shopping.
IF YOUR ANSWER TO THIS QUESTION IS NO, SKIP TO QUESTION 33.

30. How should such an appeal process work, and how should it be financed? (1) A centralized appellate institution should be created. (2) Panelists for appellate proceedings may be recruited from the Providers. (3) Appellate panel should be composed from panelists that belong to Providers other than the one which issued the initial decision. (4) The centralized appellate institution should be partially financed by the Providers. (5) The appellant should be required to pay a reasonable fee. If the initial decision is reversed, the fee would be returned to the appellant, and charged to the Provider which issued the overruled decision.
31. What level of deference should an appellate panel afford initial panel determinations? The appellate panel should only review application/interpretation of the UDRP provisions by the initial panel. No additional filings should be allowed.
37. Is "reverse domain name hijacking" adequately dealt with by the UDRP? No.  Mere declaration of RDNH in a decision (which is not even reflected in the list of decisions) is not a sufficient deterrence against attempts of harassment through abuse of UDRP. Given the relatively small cost of UDRP proceedings, a bad-faith complainant risks little when chasing a lucrative domain name.
38. If not adequately dealt with, how should the UDRP be amended to deal with RDNH?  [Option 1] Complainant is required to deposit a specified amount with Provider to secure possible RDNH liability. If RDNH is found, this amount is transferred to Respondent. Otherwise, it is returned to Complainant.

[Option 2] Complainant is required to submit to arbitration in respect to any claims arising from alleged RDNH. Respondent is offered to sign this arbitration agreement before the administrative proceeding commence. Administrative Panel does not decide on RDNH. If complaint is denied, and if the arbitration agreement has been signed by both parties, Respondent may file a RDNH claim for arbitration. Findings of the administrative proceeding are binding to the arbitration. RDNH liability should be limited to Respondent?s UDRP-related expenses plus a fixed amount for damages. 

[Option 3] Complainant files a UDRP complaint and submits to arbitration. (1) If Respondent signs the arbitration agreement, the dispute is resolved by arbitration, according to UDRP-like procedure, but with additional remedies available to both parties, enforceability etc. (2) If Respondent does not sign the arbitration agreement, the dispute is resolved in administrative proceeding according to UDRP, with no remedies against RDNH.

[Option 4] Above options may be combined. For example, Complainant may be offered a choice: to sign an arbitration agreement or secure his liability with a deposit, etc.
39. Is there a problem in the consistency among UDRP decisions across providers or panelists, and if so, how would you propose amending the UDRP to ensure consistency?  Yes, there is considerable inconsistency, as evidenced in numerous studies. There is also a clear tendency of forum shopping. Possible corrective measures: (1) Control by a centralized appellate body -- see items 29-30. (2) The appellate institution would summarize its practice, publish guidelines for application of UDRP, identify sources of common misinterpretation and propose amendments to UDRP. (3) Standard requirements to decision format should be introduced in UDRP, which would ensure that all decisions are sufficiently detailed and motivated.
40. Should UDRP Paragraph 4.a.1 (identical/confusingly similar) apply only to the physical appearance of the domain name and trade mark/service mark?  Yes.  (1) Domain names are primarily perceived visually as strings of characters. (2) Issues of pronunciation and meaning cannot be easily solved when different cultures and languages are involved. (3) Other issues relating to likelihood of confusion should be dealt with under Sec. 4-a-iii & 4-b.  (4) Section 4-a-i should be a simple and formal test; application of such factors as proximity of goods, marketing channels etc. should be excluded in this context, as they may only to paradoxical conclusions, as evidenced in the "walmartcanadasucks.com" case (WIPO D2000-0477).
42. Do you believe both registration in bad faith and use in bad faith should be required to satisfy the bad faith requirement of Section 4(a)? No.  (1) Actual use in bad faith should be sufficient to satisfy the bad faith requirement --- as shown by practice, Panels usually infer bad faith registration in such cases. (2) Registration in bad faith AND no use should be sufficient to satisfy the bad faith requirement, if bad faith registration is decisively proven. (3) When there is use in good faith, it is irrelevant whether registration was in bad or good faith, since Sec.4-a-ii resolves in favor of the Respondent.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? In no case. It may be used, with other proofs, to support Complainant?s common law trademark rights.
51. Should the UDRP be expanded to deal with TLD charter violations? No.  UDRP certainly has a potential. A domain?s administration MAY use UDRP as a model, where appropriate and with necessary modifications.
R.153

1. Respondent Information:

Constituency?

Complainant?

Respondent?

Panelist?

Other? Lawyer. Offer legal services related to the ccTLD and gTLDs.
Registrant? No.
54. Are you aware of any other dispute resolution mechanisms (other than court proceedings) for dealing with cybersquatting that you feel show merit in some way? Yes.  See New Zealand Disputes Tribunal for another model of general, inexpensive, unbiased, dispute resolution.
R.155

1. Respondent Information:

Constituency?

Complainant?  Counsel  6 to 10 Proceedings  6 to 10 Names  WIPO
Respondent?

Panelist?

Other? 

Registrant? Yes.  More than 25
11. If Complainant, and transfer ordered: any difficulty having it implemented? Yes.  Certain technical difficulties resulting from the ISPs that had been used, even though the registries themselves have operated well.
14. Should Complainants be allowed to amend complaints?  Yes.  The respondent's response may contain fraudulent claims that the complainant should be given a chance to reply to. However, the deadlines should be extremely short so as not

to endanger the expediency of the UDRP process.
15. Should Respondents be allowed to amend responses?  No.There should be no need for a respondent to amend his response, as the crucial issues that he is replying to have always been set out in the initial complaint. Each party should only get one chance to reply to the other's claims so that the expediency of the proceedings can be maintained.
16. Should parties be allowed to transfer providers?  There should be no need for any transfer. The only potential situation would be where the panelist(s) is not impartial due to some pre-existing relationship.
28. Should prior UDRP decisions have precedential value? Yes.  The decisions should be consistent, so a certain degree of precedential value is to be hoped for. However, as discussed below, an appeal board would be preferable.
29. Should you be able to appeal a decision within the UDRP? Yes.  Yes, because most cases are decided by one panelist only.
40. Should UDRP Paragraph 4.a.1 (identical/confusingly similar) apply only to the physical appearance of the domain name and trade mark/service mark?  No.  Also the phonetic similarity should be accounted for, and domain names that contain generic words in addition to the brand name should also been included (although this has certainly already been done in practice).
41. If answer to question 40 is no, should the UDRP be amended to include a list of factors to assist the panelists in determining when a confusing similarity exists? No.  The panelists are professionals in the trademark field, so there is no need for such a list.
42. Do you believe both registration in bad faith and use in bad faith should be required to satisfy the bad faith requirement of Section 4(a)? No.  Even if there is no use of the domain name, the registration can be in bad faith and can damage a company that want to start using the domain name themselves.
43. Under what circumstances, if any, should a pending trademark application be sufficient proof for the purposes of a complainant establishing a trademark in which it has rights as required under Section 4(a)(i)? Why or why not? If there is clearly bad faith on the part of the respondent, e.g. if the registration(s) were made immediately after a vast marketing campaing.
44. Do you feel that the fees being charged by the providers are appropriate? No.  The fees should be on the same level - it shouldn't depend on the provider as this is more of a public type of service than a private one.
49. Should the UDRP provide a mandatory mediation service or a cooling off period to allow parties to discuss the dispute and try to reach an amicable solution? No.  This would affect the efficiency of the UDRP process. Also, settlements negotiations are often carried out before the initiation of proceedings.
55. Have you used a domain name dispute resolution mechanism (other than a court proceeding) other then ICANN's UDRP? Yes.  Nominet dispute resolution process. The process worked very well, the basic rules are similar to those of the UDRP.
56. In what way not already indicated above do you feel the UDRP excels or could be improved?  UDRP is an extremely efficient way of handling disputes. However, even if the dispute resolution system is flexible and efficient, an attempt should be made already at the registration level to resolve the problems that well known trademark owners are facing due to the huge amount of infringing registrations.
